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Although on Hold for Now, Rule Changes
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New Rules continued from page 6
• Start working now to make patent
prosecution as compact as feasible.
• Avoid filing unnecessary continuation
applications and Requests for Continued
Examination (RCEs). Don’t waste
responses. As early as possible put
claims in shape for allowance based on
all known prior art. Use each response
to provide full arguments for allowance.
When an application has been the subject of a final rejection by the Patent and
Trademark Office, give serious consideration to pursuing an appeal.
• But if RCEs and continuations (including continuations in part and divisionals) can make a difference, use them
as early as possible. Use an RCE to get
an important prior art reference considered after an allowance. Use an
RCE to get additional needed evidence
on the record after a final rejection.

• Where possible, develop focused
applications directed to discrete technological areas; where focused applications are not feasible, develop claim
sets that show clear distinctions
among groups of claims, as well as a
description that supports these
distinctions.
• Use patent searches to learn the prior
art. Compact patent prosecution can
be much more easily implemented
with pre-filing patent novelty investigations in hand. Knowing the prior art
makes it easier to craft better and
more focused patent applications.
• File Information Disclosure
Statements as early as possible, in
view of imminently expected rules
affecting them.
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Dealing with uncertainty. The cloud of
uncertainty created by big rule changes
put on hold by the courts poses a serious challenge to companies that depend
on patents. Wise choices become both
harder and more important in this environment. The approaches we suggest
here will provide strategic benefits
regardless of most of the changes the
future may bring. Specific circumstances
require specific solutions, and we are
glad to respond to client inquiries at
any time.
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